TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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ON BRI EF

Bef ore MEI STER, McQUADE, and NASE, Administrative Patent
Judges.

NASE, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 68, 70, 71, 73 to 76, 79, 83 and 96 to 98,

which are all of the clains pending in this application.?

! Application for patent filed May 30, 1995. According to
the appellants, the application is a division of Application
No. 08/382,109, filed January 31, 1995, now U. S. Patent No.
5,552, 007.

2 | ndependent cl ai m 68 and dependent claim 70 were anended
subsequent to the final rejection. As a result of those
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We REVERSE and enter new rejections pursuant to 37 CFR

§ 1.196(b).

anmendnents, the exam ner withdrew the rejection under 35
US C 8 112, second paragraph.
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BACKGROUND

The appellants' invention relates to an apparatus for
transporting a continuous web. An understanding of the
i nvention can be derived froma readi ng of exenplary cl ai m 68,

whi ch appears in the appendi x to the appellants' brief.

The prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:
Beaudoin et al. (Beaudoin) 4,925, 520 May 15,
1990

An additional reference of record relied on by this pane
of the Board is:?3
On Site Technical Data Sheet: 900 Rel ease/ Traction Series,

Pl asma Coatings, Inc. (Plasm)

Ref erence nmade of record by this panel of the Board is:

® This reference was cited by the appellants in their
Informati on Di sclosure Statenent (Paper No. 3) and a copy is
of record in the application file. Wile this reference is
undat ed, we take the appellants subm ssion of the reference
and their discussion of coatings fromPlasna Coatings Inc.
(specification, page 12, lines 30-36) as an adnission that the
reference is prior art to their invention.
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Ales et al. (Ales) 4,726, 873 Feb. 23,

1988

Cains 68, 70, 71, 73 to 76, 79, 83 and 96 to 98 stand
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over

Beaudoi n.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejection, we nmake reference to the exam ner's answer (Paper
No. 12, mmiled March 31, 1997) for the exam ner's conplete
reasoning in support of the rejection, and to the appellants'
brief (Paper No. 11, filed March 3, 1997) for the appellants

argunent s t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art reference, and to the
respective positions articulated by the appellants and the

exam ner. Upon evaluation of all the evidence before us, it
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is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prim facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 68, 70, 71, 73
to 76, 79, 83 and 96 to 98 under 35 U.S.C. § 103. CQur

reasoning for this determ nation foll ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28

UsSPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of

obvi ousness i s established by presenting evidence that the
ref erence teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto make the proposed conbi nati on or other

nodi fication. See In re Lintner, 9 F.2d 1013, 1016, 173 USPQ

560, 562 (CCPA 1972). Furthernore, the conclusion that the

cl ai med subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that would have | ed that individua
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to arrive at the clained invention. See In re Fine, 837 F.2d

1071, 1074, 5 USPQ@d 1596, 1598 (Fed. Cir. 1988). Rejections
based on 8 103 nust rest on a factual basis with these facts
being interpreted w thout hindsight reconstruction of the
invention fromthe prior art. The exam ner nay not, because
of doubt that the invention is patentable, resort to
specul ati on, unfounded assunption or hindsight reconstruction
to supply deficiencies in the factual basis for the rejection.

See In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA

1967), cert. denied, 389 U S. 1057 (1968).

Wth this as background, we analyze the prior art applied

by the examiner in the rejection of the clains on appeal.

Beaudoi n di scl oses an apparatus for applying an elastic
wai st band transversely of a |ongitudinally noving web. Figure
3 shows the general arrangenent of the parts of the apparatus
for
applying el astic wai stbands transversely of a noving web. The

princi pal conponents of the elastic waistband applicator are a
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vacuum roll or drum 20, an elastic segnment transfer device 21,
a backup nenber in the formof an elastoner coated transfer
roll 22, a segnent pressing elenent 23 and a knife roll 24
near the top of the drawing. A ribbon of elastic material 14A
is fed onto the periphery of vacuum drum 20. The knife rol

24 rotates with the periphery of vacuum drum 20 and uses the
drumas an anvil for cutting individual segnents 14 from

el astic ribbon 14A. The segnents are carried rotationally on
vacuum drum 20 until they reach a | owernost position where
they are picked off of the vacuum drum 20 by segnent transfer
means 21 which stretches the segnents and transfers themto
sheet 13 which runs over transfer roll 22 which serves as a
backup nenber for the sheet or web when an el astic ribbon
segnent is being pressed onto it. Roll 22

is provided with a silicone rubber cylindrical sleeve 35 which
i nhibits slipping between sheet 13 and the roll 22 and

provides resiliency for pressing the segnent on the sheet.

Fi gures 11-13 show anot her inplenentation of the
stretch-while-rotating concept in which the el astic segnent

stretching and transferring device 21 is shown isolated from
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the di aper fabricating machine but it will be understood that
it will be positioned between vacuum drum 20 and sheet 13

whi ch overl ays backup roll 22 as previously described with
respect to Figure 3. Referring to Figure 11, the transfer
devi ce conprises a rotor generally designated by the numera
125. A pair of grippers 126 and 127 are nounted in rotor 125.
Gipper 126 is fixed in the rotor. Gipper 127 is slidable
axially. As shown in Figure 13, there is another pair of
grippers 128 and 129 dianetrically opposite on the rotor from
grippers 126 and 127. Giipper 128 is fixed in the rotor and
gripper 129 is reciprocable axially relative to fixed gripper
128. The grippers are provided wwth a plurality of vacuum
ports 130 and 136. The grippers have a plurality of rather
sharp el enents such as pins 132 and 138 adj acent the vacuum
ports to supplenment the gripping force on the elastic segnent
which force is created by the vacuum ports. The operation of
the transfer device of Figures 11-13 will now be briefly
described. In Figure 13, the rotor is at a rotationa
position wherein stationary gripper 126 and its cooperating
novabl e gripper 127 are both engaged with an unstretched

el astic segnment and are about to strip the segnment 14 from
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vacuum drum 20 due to rotation of the rotor. As the rotor
continues to rotate, the gripper 127 is separated fromgri pper
126 causing the elastic segnent 14 to be stretched. Wen the
grippers arrive in the

position in which grippers 128 and 129 are presently shown,

el astic segnent 14 is stretched to its desired limt and is

overl aying sheet 13 to which it is applied by the grippers.

Claim68 recites an apparatus for transporting a
conti nuous web conprising, inter alia, a first rotary
transport device and a second rotary transport device di sposed
in working relationship with the first rotary transport
device. The first rotary transport device has a first outer
wor ki ng surface having a first set of protuberances thereon.
The second rotary transport device has a second outer working
surface having a second set of protuberances thereon. The
first and second outer working surfaces are aligned with each

other at a |ocust of closest approach.

The exam ner determ ned (answer, page 4) that
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[c]lainms 68, 70, 71, 73-76, 79, 83, and 96-98 differ from
Beaudoin et al in that the clains set forth the use of
two rotary transport devices in order to convey the

el astic web. Beaudoin et al teach the conveyance of an

el astic web via two rotary transport devices, one of

whi ch conprising the Iimtations of the rotary transport
device as set forth in claim®68.

The exam ner then concluded (answer, page 5) that

[I]t woul d have been obvious to one of ordinary skill in
the art to replace the vacuum drum w th anot her transport
devi ce (125) as taught by Beaudoin et al, in order to

engage the el astic web on both sides to ensure that the
web width tension is maintained as it travels from one
roller to another.

The appel l ants argue (brief, pages 7-9) that Beaudoin
does not teach or suggest the clained invention and that the
exam ner has used inperm ssible hindsight to derive the
claimed invention. W agree. W see no notivation in the
applied prior art of why one skilled in the art would have
nodi fi ed the device of Beaudoin to nake the nodifications
necessary to arrive at the clained invention. There is no
need for the vacuum drum 20 of Beaudoin to have thereon a
nmeans for stretching the segnents 14 as in his rotor 125 since
the segnments on vacuum drum 20 are mai ntained in an

unstretched state. Thus, the exam ner has failed to neet the
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initial burden of presenting a prima facie case of

obvi ousness.* Thus, we cannot sustain the exanm ner's
rejection of clainms 68, 70, 71, 73 to 76, 79, 83 and 96 to 98

under 35 U. S.C. § 103.°

New grounds of rejection
Under the provisions of 37 CFR 8 1.196(b), we enter the

fol |l owi ng new grounds of rejection.

35 U S.C § 112, first paragraph
Claim98 is rejected under 35 U . S.C. 8§ 112, first
par agraph, as the specification, as originally filed, does not

provi de support for the invention as is now clai nmed.

The test for determning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the

artisan that the inventor had possession at that tinme of the

“ Note In re Rijckaert, supra; In re Lintner, supra; and
In re Fine, supra.

Inre Fine, supra; In re WArner, supra.
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| ater cl ai med subject natter, rather than the presence or
absence of literal support in the specification for the claim

| anguage. See Vas-Cath, Inc. v. Mhurkar, 935 F.2d 1555,

1563- 64, 19 USPQ2d 1111, 1116-17 (Fed. Cr. 1991) and In re
Kasl ow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir

1983) .

Claim98 recites that "said first and second substrate is
primarily a nmetallic coating applied to said first and second
rotary transport devices using a high tenperature application

process."

The original disclosure provides no description as to the
conposition of the substrate 44. However, the origina
di scl osure does describe (page 12, lines 30-33) that the
coating 48 is applied as a generally netallic conposition, by
pl asma or ot her high tenperature application process. Thus,
the di sclosure of the application as originally filed would
not have reasonably conveyed to the artisan that the inventor
had possession at that tinme of the later clained subject

matter (i.e., that the "substrate"” is primarily a netallic
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coating applied to the first and second rotary transport

devi ces using a high tenperature application process).?®

35 U S.C § 103
Cains 68, 70, 71, 73 to 76, 79, 83 and 96 to 98’ are
rejected under 35 U.S.C. § 103 as bei ng unpatentabl e over Ales

in view of Pl asm.

The test for obviousness is what the conbi ned teachings
of the references would have suggested to one of ordinary

skill in the art. See In re Young, 927 F.2d 588, 591, 18

USPQ2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d

413, 425, 208 USPQ 871, 881 (CCPA 1981). Mbreover, in
eval uating such references it is proper to take into account
not only the specific teachings of the references but also the

i nferences which one skilled in the art would reasonably be

® This rejection would be overcone by anendi ng "substrate
Is" inclaim98 to be --outer working surfaces are--.

" Claim98 has been included in this rejection based upon
our belief that the appellants will amend claim 98 as proposed
above to overcone the 35 U.S.C. § 112, first paragraph,
rejection.
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expected to draw therefrom |In re Preda, 401 F.2d 825, 826,

159 USPQ 342, 344 (CCPA 1968).

Al es di scl oses an apparatus for applying contoured
elastic to a substrate. The operation of the apparatus 70
wi Il be described with reference to Figures 4, 5 and 6. A
backi ng sheet for a garnent is supplied fromsource 76 as
sheet 100. Sheet 100 is fed to the form ng drum 102. Form ng
drum 102 is preferably provided with a vacuum source such that
the web 100 is securely adhered thereto by the vacuum bei ng
drawn through a series of holes in the outer surface 104 of
the drum Instead
of vacuum Ales teaches that it is possible to hold the web in
pl ace by needles piercing the material at the edge or by a
tenter frame. The web 100 adhered to drum 102 then passes
beneath the first pin applicator roll 78 to which is fed in a
straight line two strips of stretched self-adhering elastic
106 and 108. These strips of elastic are applied to the rim
78 below rollers 110 and 112 and are fornmed in rings around
pins 114 by cutting and adhering devices 116 and 118. Wen

the rings of elastic 120
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pass through the nip 122 the pins 114 are retracted, and the
el astic 120 i s adhered to web 100. The web 100 bearing ring
120 is then noved as drum 102 rotates beneath the second pin
drumroll 80. In a simlar manner pin drumroll 80 applies
two strips of self-adhering elastic 124 and 126 to the drum 80
where it is applied around pins 128 with sealing together of
the strips 124 and 126 by the nipping/cutting apparatus 130
and 132. Rings of elastic 134 are forned which at nip 136 are
transferred to sheet 100. The rotation of the product-formng
drum 102 then brings the web bearing the double ring of

el astics 134 and 120 to the point of application of sheet 90
that covers the exposed sel f-adhering elastic so that the web
may be handl ed. The conposite then is forned as the sheet 90
is adhered to the exposed el astic adhesi ves by contoured
pressure rollers 148 and 150. The el asticized conposite is
renoved by being drawn over roller 152 and brought to the die
cutters 192 conposed of rolls 154 and 156. These cutting
rolls renove the portion within elastic |oops or bands 120 and
134 to | eave hole 158. The conposite then may be cut into

bl anks for i mmedi ate conversion to articles or may be roll ed

for | ater conversion.
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Pl asna di scl oses a coating material that provides wear
resi stance, excellent rel ease and excellent web tracking
properties. Plasnma teaches that their coating is used to
replace "cured fluorocarbons, silicone coatings/tapes, Teflon®
t ape/ sl eeve, rubber coverings and chronme plating.” Plasna
al so discloses that their coating can be applied to | am nator

rolls, oven rolls and idler rolls.

After the scope and content of the prior art are
determ ned, the differences between the prior art and the

clains at issue are to be ascertained. Gahamyv. John Deere

Co., 383 U. S 1, 17-18, 148 USPQ 459, 467 (1966).

Based on our analysis and review of Ales and the clains
under appeal, it is our opinion that the only difference is
that the outer working surfaces of drum 102 and roller 152 do

not have the claimed protuberances thereon.

In our opinion, it would have been obvious to one of
ordinary skill in the art at the tinme the invention was nade

to have coated the outer working surfaces of drum 102 and
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roller 152 of Ales with a coating as taught by Plasna to
provi de wear resistance, excellent release and excellent web
tracking properties. W note that while Plasnma does not
specifically set forth that the coatings provi de protuberances
(claim68), the rel ease agent (clains 70, 71, 73 and 96), or
that the coating is netallic (claim98), it is our view based
upon the appellants' adm ssions nmade on pages 12-13 of the
specification, that these limtations are inherently net by
the coatings disclosed by Plasna. Wth regard to the clained
anount of shrinkage permtted (clains 75, 76 and 79, it is our
determination that such limtations are also inherently net by

t he above-noted nodification of Ales.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 68, 70, 71, 73 to 76, 79, 83 and 96 to 98 under 35
US. C 8103 is reversed and new rejections of claim98 under
35 U.S.C § 112, first paragraph, and clains 68, 70, 71, 73 to
76, 79, 83 and 96 to 98 under 35 U.S.C. 8§ 103 have been added

pursuant to provisions of 37 CFR § 1.196(b).
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Thi s deci si on contai ns new grounds of rejection pursuant
to 37 CFR 8§ 1.196(b) (anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997), 1203
Off. Gaz. Pat. Office 63, 122 (Oct. 21, 1997)). 37 CFR §
1.196(b) provides that, "A new ground of rejection shall not

be consi dered final for purposes of judicial review"

37 CFR 8 1.196(b) al so provides that the appell ants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
grounds of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner. .

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record.



Appeal No. 97-3065 Page 19
Application No. 08/452,747

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)

JEFFREY V. NASE
Adm ni strative Patent Judge

JAMES M MEI STER )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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